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FIRST OFFICE ACTION 



Amendments 

1 . This First Office Action considers the claims and specification as amended in the 
"AMENDMENT (Under PCT Article 34)" received October 5, 2005. Claims 1-2 and 4-5 are 
pending in this application. 

Priority 

2. A copy of the certified copy of the foreign priority document has been received and 
placed in the application file. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-2 and 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Honda (JP 2001-323355). 

6. Honda discloses a high strength galvanized steel sheet having excellent corrosion 
resistance and platability wherein example compositions of the steel include 0.072 wt.% C, 0.4 
wt.% Si, 0.82 wt.% Mn, 0.01 wt.% P, 0.006 wt.% S, 0.071 wt.% Al, 0.062 wt.% Ti (e.g. example 
B in Table 1) or 0.084 wt.% C, 0.1.83 wt.% Si, 2.35 wt.% Mn, 0.004 wt.% P, 0.005 wt.% S, 
0.063 wt.% Al, 0.018 wt.% Ti, 0.017 wt.% Nb (e.g. example E in Table 1). The zinc plating 
composition can include 0.2-10 wt.% aluminum (e.g. see paragraph [0023]). These steel 
compositions fall within the steel composition ranges required by applicant's claim 1 . Honda's 
steel plates are subject to annealing where moisture pressure and hydrogen content pressure 
(PH2O/PH2) are operated by introducing steam into the furnace (e.g. [0036]-[0037], [0046]). 
Honda reveals that by controlling the atmosphere during treatment, Si02 is changed to an 
internal oxidation state within 3 microns or less from the steel surface (e.g. see paragraphs 
[0007]-[0009], [0038]). Although Honda may not require the Si oxide to have an average 
diameter particle size of 0.001-1 [im, in view of similarities in Honda's process to applicant's 
process, one of ordinary skill in the art would expect the end products to have the same or 
substantially the same microstructures. Patent and Trademark Office can require applicants to 
prove that prior art products do not necessarily or inherently possess characteristics of claimed 
products where claimed and prior art products are identical or substantially identical, or are 
produced by identical or substantially identical processes; burden of proof is on applicants where 
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rejection based on inherency under 35 U.S.C. § 102 or on prima facie obviousness under 35 
U.S.C. § 103, jointly or alternatively, and Patent and Trademark Office's inability to manufacture 
products or to obtain and compare prior art products evidences fairness of this rejection, In re 
Best, Bolton, and Shaw, 195 USPQ 431 (CCPA 1977). Although Honda may differ fi-om claim 4 
in that Honda may not require the same annealing temperature range, one of ordinary skill in the 
art at the time the invention was made clearly understands the effect of the annealing temperature 
on the treatment of the steel substrate and would also clearly understand that the temperature 
range would need to be optimized for platability during galvanizing as intended by Honda. 
Determining the annealing temperature range that would best deliver Honda's goal of a Si02 
internal oxidation state within 3 microns or less from the steel surface would be a mere matter of 
routine experimentation by one of ordinary skill in the art. In addition, although Honda may 
differ from claim 4 in that Honda may not recite the PH2O/PH2 ratio range in the same manner, 
Honda clearly shows recognition that the PH2O/PH2 ratio is a result effective variable for plating 
adhesion in high strength galvanized steel sheet and therefore it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to optimize the ratio for this 
specific purpose. As it is clear that the result of Honda's PH2O/PH2 ratio is the formation of Si02 
as internal oxidation within 3 microns or less from the steel surface (e.g. see paragraphs [0007]- 
[0009], [0038]), it would be expected that Honda's ratio falls within, overlaps and/or is 
patentably indistinct from the parameters of applicant's claimed range. Although Honda may not 
express his optimization in the same formula type format as is found in applicant's claim 4, 
merely describing Honda's optimization in a different type of format is not a patentable 
distinction over the invention of Honda. 
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7. Claims 1-2 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the altemative, 
under 35 U.S.C. 103(a) as obvious over Kyono (U.S. Patent 6,398,884). 

8. Kyono discloses galvanized steel sheet having wherein the example compositions fall 
within the claimed ranges for C, Si, Mn, etc. . . (e.g. examples G-J in Table 1). The zinc plating 
composition can include 0.14 wt.% aluminum (e.g. see Example 1 in column 17). Kyono's steel 
plates are subject to annealing where internal oxide layer occurs in the surface of the steel sheet 
(e.g. see column 3, lines 24-30). The internal oxides include sihcon and manganese oxides (e.g. 
column 6, lines 17-24). Although Kyono may not describe that the oxides have an average 
diameter particle size of 0.001-1 |jm as in pending claim 1, in view of the similar use of an 
internal oxidation process, barring evidence to the contrary one of ordinary skill in the art would 
expect the end products to have substantially similar microstructures at substantially similar 
depths from the interface. Patent and Trademark Office can require applicants to prove that prior 
art products do not necessarily or inherently possess characteristics of claimed products where 
claimed and prior art products are identical or substantially identical, or are produced by 
identical or substantially identical processes; burden of proof is on applicants where rejection 
based on inherency under 35 U.S.C. § 102 or on prima facie obviousness under 35 U.S.C. § 103, 
jointly or altematively, and Patent and Trademark Office's inability to manufacture products or 
to obtain and compare prior art products evidences fairness of this rejection. In re Best, Bolton, 
and Shaw, 195 USPQ 431 (CCPA 1977). 
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9. Claims 1-2 and 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki (JP 2000-290730). 

10. Suzuki discloses a high strength galvanized steel sheet having an excellent balance of 
strength and ductility wherein example compositions of the steel fall within the claimed ranges 
for C, Si, Mn etc. . .(e.g. examples 1-13 in Table 1). The zinc plating composition can include 
0.08-0.2 wt.% aluminum (e.g. see paragraph [0049]). Suzuki's steel plates are subject to 
annealing where the atmosphere is optimized by varying the H2O/H2 ratio in a temperature range 
of 800-1000 "C and results in internal oxidation of a siHcon content in the steel (e.g. [0006]- 
[0019], [0037]-[0040], Table 1). Suzuki reveals that by controlling the atmosphere during 
treatment, an intemal oxidation involving Fe, Si and Mn within several microns from the steel 
surface occurs (e.g. see paragraph [0017]). Although Suzuki may not require the Si oxide to 
have an average diameter particle size of 0.001-1 (,im, in view of similarities in Suzuki's process 
to applicant's process, one of ordinary skill in the art would expect the end products to have the 
same or substantially the same microstructures. Patent and Trademark Office can require 
applicants to prove that prior art products do not necessarily or inherently possess characteristics 
of claimed products where claimed and prior art products are identical or substantially identical, 
or are produced by identical or substantially identical processes; burden of proof is on applicants 
where rejection based on inherency under 35 U.S.C. § 102 or on prima facie obviousness under 
35 U.S.C. § 103, jointly or altematively, and Patent and Trademark Office's inability to 
manufacture products or to obtain and compare prior art products evidences fairness of this 
rejection. In re Best, Bolton, and Shaw, 195 USPQ 43 1 (CCPA 1977). Although Suzuki may 
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differ from claim 4 in that Suzuki may not require the same annealing temperature range 
endpoints, the temperature ranges overlap and therefore the process would be expected to be 
patentably indistinct in the overlapped portions. In addition, although Suzuki may differ from 
claim 4 in that Suzuki may not recite the H2O/H2 ratio range in the same manner, Suzuki clearly 
shows recognition that the H2O/H2 ratio is a result effective variable for plating adhesion in high 
strength galvanized steel sheet and therefore it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to optimize the ratio for this specific purpose. As it 
is clear that the result of Suzuki's H2O/H2 ratio is the formation of silicon oxides as internal 
oxidation within several microns from the steel surface (e.g. see paragraph [0017), it would be 
expected that Suzuki's ratio falls within, overlaps and/or is patentably indistinct from the 
parameters of applicant's claimed range. Although Suzuki may not express his optimization in 
the same formula type format as is found in applicant's claim 4, merely describing Suzuki's 
optimization in a different type of format is not a patentable distinction over the invention of 
Suzuki. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The additional prior art made of record serves to fiirther establish the level of 
ordinary skill in the art. 



12. Any inquiry concerning this contmiunication or earlier communications from the 
examiner should be directed to John J. Zimmerman whose telephone number is (571) 272-1547. 
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The examiner can normally be reached on 8:30am-5:00pm, M-F. Supervisor Rena Dye can be 
reached on (571) 272-3 1 86. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

13. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

John J. Zimmerman 
Primary Examiner 
Art Unit 1794 

/John J. Zimmerman/ 

Primary Examiner, Art Unit 1794 

jjz 

August 25, 2008 



